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DETAILED ACTION 

Claim Objections 

1 . Claim 3 is objected to because of the following informalities: The claim recites "buffer 
particles, used when one of both gears is made of a resin." There is no antecedent basis for the 
recitation of gears in the claim, or the use of particles in a gear. Appropriate correction is 
required. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a primed publication in litis or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1, 3 are rejected under 35 U.S.C. 102(b) as being anticipated by Oohira et al. (US 
2003/0022797) 

4. In regards to claim 1 , Oohira teaches a lubricant composition for gears, etc, [0086], 
comprising a lubricating base oil [0029] and calcium sulfonate [0099] which meets the 
limitations of the claim. Oohira teaches that the composition also contains fillers such as 
calcium carbonate [0075]. The combination of calcium sulfonate and calcium carbonate salt in a 
lubricating oil will act as a thickener complex. The applicant's specification is used to recite 
calcium sulfonate and carbonate complexes are thickeners [Applicant's specification, 0047]. 
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5. In regards to claim 3, Oohira teaches the lubricant composition comprises fine particles 
of sizes 3 - 8 nm [0064]. The composition also contains fillers such as polyester and polyimide 
resins [0075]. According to applicant's specification on paragraph [0025], polyester resin and 
polyimide resin are examples of buffer particles of the invention [Applicant's Specification, 
0025]. The functional language limitations for the use of buffer particles in gears are not given 
patentable weight. 

6. In regards to claim 4, Oohira teaches the lubricant having the buffer particles as 
previously recited. 



Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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9. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

10. Claims 1 - 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Nakatani et 
al. (US 2003/0176298) in view of Aoki et al. (US 5,354,487) 

11. In regards to claims 1 - 6, Nakatani teaches a lubricant composition for rolling bearings 
[title, 0075], comprising a thickener of a calcium sulfonate and calcium carbonate complex and 
base oil according to the limitations of claim 2 [abstract, 0050]. Nakatani does not recite that 
the lubricant comprises fine particles. 

Aoki teaches solid lubricant additives for use in bearings, and in gear oils, bearing oils 
and greases as in the invention of Nakatani (column 1 lines 46 - 52). The solid lubricants are 
cured products having particle sizes of less than 100mm, and are thus fine particles meeting the 
limitations of claims 1, 4, 5. The fine particles are made of thermoplastic resins such as 
polyethylene, polyester, polyimide and polyurethane resins which are examples of materials for 
making the buffer particles in the applicant's specification, paragraph 0025, thus meeting the 
limitation of claim 3. 

Aoki teaches the particles are cured polybutadiene are present in lubricating compositions 
in the amount of from 0.01 to 50 parts by weight based on 100 parts by weight of the lubricating 
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011. Nakatani teaches the thickener composition comprises from 5 to 95% of the calcium 
sulfonate complex and is present at about 3 to 40% in the lubricant [0053, 0055]. Thus the 
calcium sulfonate complex is present in the lubricant at about 0.15 to 38%. The percent of 
particles in the composition of the combined invention will therefore overlap the limitation of 
claim 6. In the case where the claimed ranges "overlap or lie inside ranges disclosed by the prior 
art" a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 191 USPQ 90 
(CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990). 

It would have been obvious for one of ordinary skill in the art at the time of the invention 
to have used the particles of Aoki in the bearing oil of Nakatani, as Aoki teaches they are 
suitable for use in bearing oils or greases. 

12. In regards to claim 7, Nakatani and Aoki combined teach the lubricant composition 
wherein the base oil has a kinematic viscosity of between 50 and 500 mm 2 /s at 40°C (Nakatani, 
abstract). Since the composition has the same ingredients meeting the limitations of claim 1, it 
will also have similar mixing consistency at the recited temperature. 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TAIWO OLADAPO whose telephone number is (571)270-3723. 
The examiner can normally be reached on 8:00 - 4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on (571)272-1444. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

TO /Glenn A Caldarola/ 

Acting SPE of Art Unit 1797 



